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DETAILED ACTION 

Drawings 

The drawings are objected to under 37 CFR 1.83(a) because they fail to show element 
(27) as described on line 27 of page 9 in the specification. Any structural detail that is essential 
for a proper understanding of the disclosed invention should be shown in the drawing. MPEP § 
608.02(d). Corrected drawing sheets in compliance with 37 CFR 1 .121(d) are required in reply to 
the Office action to avoid abandonment of the application. Any amended replacement drawing 
sheet should include all of the figures appearing on the immediate prior version of the sheet, 
even if only one figure is being amended. The figure or figure number of an amended drawing 
should not be labeled as "amended." If a drawing figure is to be canceled, the appropriate figure 
must be removed from the replacement sheet, and where necessary, the remaining figures must 
be renumbered and appropriate changes made to the brief description of the several views of the 
drawings for consistency. Additional replacement sheets may be necessary to show the 
renumbering of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, the applicant will 
be notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 

Intended Use 

Claim 1 recites functional intended use limitations that are not taken in combination with 
the positively recited structure as follows: 
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• In lines 1-3 of claim 1, it appears that the applicant does not intend to positively limit 
the "joint boot" invention with the functional limitations "to be attached to an outer 
housing of an outer contour having a plurality of recessed portions in the 
circumferential direction thereof or "to be attached to a shaft". Rather, these 
functional limitations appear to be a mere intended use for the "joint boot". For 
purposes of examination the examiner has considered the claims without 
combination. "The recitation of a new intended use for an old product does not make 
a claim to that old product patentable", In re Schreiber, 44 USPQ2dl429 (Fed. Cir. 
1997). Accordingly, the prior art meets the applicant's claimed intended use merely 
by being capable of such intended usage regardless of whether or not such capability 
is expressly disclosed (i.e., wherein capability is inherent to the disclosed structure). 
If the applicant wishes positively limit the scope of the "joint boot" invention with the 
phraseology mentioned above, the limitation "to be" (lines 2 and 4 of claim 1) must 
be deleted from the claim. 

Claim Objections 
Claims 1-10 are objected to because of the following informalities: 

• Claims 1 and 4 refer to the intended use phraseology noted in the "Intended Use" 
section above in a positive manner. All such references to a mere intended use must 
be amended to be functional in nature, for example, by replacing "outer housing is 
externally fitted" (line 9 of claim 1) with —outer housing is to be externally fitted- or 
some other functional phraseology in the interest of claim clarity. Note that positive 
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reference to an intended use limitation renders the claims unclear as to what is being 
positively claimed and what is mere intended use. If the applicant wishes for such 
phraseology to be positively recited then the claims must be amended accordingly 
(e.g., by deleting the limitation "to be" from lines 2 and 4 of claim 1). 

• The claims are objected to as failing to comply with 37 CFR 1.75(i) because elements 
of the claims are not separated by line indentation. Furthermore, the lines are not 
double-spaced. 

• The pronouns "its" (lines 7 and 8 of claim 1) and "them" (line 4 of claim 9) must be 
replaced with specific element nomenclature in the interest of claim clarity. Does 
"its" refer to the bushing, the attachment part, the outer housing, etc.? 

• The term "the arc-like wall portions" lack proper antecedent basis and render the 
claims enigmatic with the word "like". The term should be replaced with -arc 
shaped wall portions— to improve claim clarity. 

Appropriate correction is required. For purposes of examining the instant invention, the 
examiner has assumed these corrections have been made. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-10 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 
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• It is unclear what the phraseology "deviating from an external fitting area by the 
large-diameter attachment part in the axial direction of the bushing" (lines 13-14 
of claim 1) is meant to convey. The term "deviating" as used in the claim is 
enigmatic as to whether it defines a space, specific location, variation in 
magnitude or movement of elements. Does "by the large-diameter attachment 
part" describe a degree of proximity to the attachment part or a space equal in 
measure to the attachment part? For purposes of the current examination the 
claim has been rejected under prior art as best understood by the examiner (i.e., 
that the protrusions are disposed in some position relative to some external fitting 
area wherein the fitting area is near the large-diameter attachment part). Claims 
2-10 depend from claim 1 and are thus similarly rejected. 

• It is unclear what the phraseology "deviating on the opposite side to the bellows 
part from said external fitting area" (line 2 of claim 2) is meant to convey. Firstly 
the term "the opposite side" lacks proper antecedent basis. Secondly the term 
"deviating" as used in the claim is enigmatic as to whether it defines a space, 
specific location, variation in magnitude or movement of elements. It appears that 
the applicant may be trying to differentiate between the embodiment of figure 5 
and the embodiment of figure 8 by describing the position of protrusion (56). 
However, it is unclear which embodiment claim 2 is meant to be drawn to. For 
purposes of the current examination the claim has been rejected under prior art as 
best understood by the examiner (i.e., that the protrusions exhibit some form of 
deviation on an opposite side of some element with respect to the bellows and/or 
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the external fitting area). Claim 5 is similar in terminology and thus similarly 
rejected. Claim 6 depends from claim 5 and is thus similarly rejected. 
• Regarding claim 3, it is unclear how applicants protrusions (56) which are located 
on the inner surface of the bushing (20) can be "at the upset part" since the upset 
part (46) is located on the outer surface of the bushing (20) as seen in fig. 1 . For 
purposes of the current Office Action the examiner assumes the limitation "at" to 
broadly mean near, proximal, on the same element (i.e., bushing), etc. Claim 4 
depends from claim 3 and thus is similarly rejected. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1-7 are rejected under 35 U.S.C. 102(b) as being anticipated by Devers (U.S. 
Patent 6,672,596). 

Claim 1 . Devers discloses (figs. 1-9) a joint boot comprising: a boot body including a 
large-diameter attachment part (large diameter end part of 38), a small-diameter attachment part 
(small-diameter end part of 38), and a bellows part (middle part of 38) integrally linking both; 
and a bushing (40) assuming, on its outer peripheral surface (outer surface of 40) to which the 
large-diameter attachment part is externally fitted, a circular form (circular form of outer 40) in 
cross-section and being provided, on its inner peripheral surface (inner surface of 40), with a 
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plurality of lobe portions (44) in a circumferentially distributed manner; wherein the bushing is 
provided on the inner peripheral surface with protrusions (50 and/or protrusion between 50 as 
seen in fig.3); the protrusions are disposed in a position deviating (in size and/or position) from 
an external fitting area (external area of 40 contacting 38) by (near) the large-diameter 
attachment part in the axial direction of the bushing. 

• The Devers large-diameter attachment part is fully capable of being used as 
intended i.e., to be attached (via 40) to an outer housing of an outer contour 
having a plurality of recessed portions in a circumferential direction thereof. 

• The Devers small-diameter attachment part is fully capable being used as 
intended i.e., to be attached to a shaft. 

• The Devers bushing is fully capable of being used as intended i.e., to be 
interposed between an outer housing and a large-diameter attachment part. 

• The Devers bushing inner peripheral surface is fully capable of being used as 
intended i.e., with an outer housing wherein the outer housing can be externally 
fitted and fixed thereto. 

• The Devers lobe portions are fully capable of being used as intended i.e., to be 
mated with recessed portions of an outer contour in a circumferentially distributed 
manner. 

• The Devers protrusions are fillly capable of being used as intended i.e., to be 
mated with grooves extending circumferentially formed on an outer peripheral 
surface of an outer housing. 
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Claim 2. Devers discloses the joint boot as set forth in claim 1, which is characterized in 
that the protrusions are disposed in a position deviating (in location) on an opposite side to the 
bellows part from said external fitting area (in as much as the applicant's invention is as best 
understood by the examiner, see 1 12 2 nd paragraph rejection above). 

Claim 3. Devers discloses the joint boot as set forth in claim 2, wherein the bushing is 
formed in its outer peripheral area with an upset part (radially largest portions of 40) capable of 
stopping an edge face of the large-diameter attachment part (as seen in fig.4) in the axial 
direction, and the protrusions are disposed on the inner peripheral surface of the bushing at the 
upset part (in as much as the applicant's invention is as best understood by the examiner, see 1 12 
2 nd rejection above). 

Claim 4. Devers discloses the joint boot as set forth in claim 3, which is characterized in 
that the bushing is provided, over the whole circumference at the inner peripheral surface 
thereof, with a faying inner peripheral portion (inner portion of 40 to the right of 50 as seen in 
fig.3) having a diameter, and concurrently, the bushing is provided, over the whole 
circumference of the inner peripheral surface located at the one end (left end of 40 as seen in 
figure 3) of the bushing opposite to the bellows part, with an upset (relative to 50) inner 
peripheral portion (inner surface of 40 extending out past 38 as seen in fig.4) assuming a straight 
hole form having a diameter (inner diameter of 40); and the protrusions are disposed between the 
faying inner peripheral portion and the upset inner peripheral portion. 

• The Devers inner peripheral portion diameter is fully capable of being used as 
intended i.e., with an outer housing of bigger diameter (prior to assembly) such 
that the bushing can be externally fitted and fayed to the outer housing. 
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• The Devers upset peripheral portion is fully capable of being used as intended i.e., 
with an outer housing of smaller diameter wherein the upset inner peripheral 
portion can guide an outer housing when externally fitting the bushing to the outer 
housing. 

Claim 5. Devers discloses the joint boot as set forth in claim 1 , which is characterized in 
that the protrusions are disposed in a position deviating (in location) on the bellows part side 
from the external fitting area (in as much as the applicant's invention is as best understood by the 
examiner, see 1 12 2 nd rejection above). 

Claim 6. Devers discloses the joint boot as set forth in claim 5, which is characterized in 
that the large-diameter attachment part is provided, on the outer peripheral surface thereof, with a 
circumferential ly extending recessed portion (portion of 38 receiving 48) for fixation for 
receiving a damping member (48); and an inner peripheral area (inner area of 38 surrounding 
right end of 40 as seen in fig. 4) of the large-diameter attachment part located on the bellows part 
side from said recessed portion for fixation surrounds the outer peripheral surface of the bushing 
at a clearance gap (gap between right side of 40 and 38), and the protrusions are disposed at the 
inner peripheral surface of the bushing within an axial range (axial distance between gap and 
protrusions) of the clearance gap. Note that the limitation "within an axial range" does not 
necessarily require that the protrusion and gap be axially coincident with one another since 
elements can be considered to be within a certain range (distance) of one another. 

Claim 7. Devers discloses, the joint boot as set forth in claim 1, which is characterized in 
that the protrusions (protrusions between 50 as seen in fig.3) are provided only at arc shaped wall 
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portions (arc shaped portions of 40 between 44) located between the circumferentially mutually 
adjacent lobe portions. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Devers (U.S. 
Patent 6,672,596) in view of Furuta (Pub.No.: US 2003/0069075). 

Claim 8. Devers discloses the joint boot as set forth in claim 1 but does not state that the 
bushing is softer than the boot body. Furuta teaches (para.0027) that bushings should be formed 
from a softer material than the boot body, for the purpose of improving sealing performance. 
Therefore, it would have been obvious to one with ordinary skill in the art at the time the 
invention was made to modify the Devers bushing to be softer than the boot body, for the 
purpose of improving sealing performance. 

Claims 9 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Devers 
(U.S. Patent 6,672,596) in view of Wolf (Pub.No.: US2004/0056434). 

Claim 9. Devers discloses the joint boot as set forth in claim 1, which is characterized in 
that the lobe portions of the bushing comprise each an inner wall portion (42a, 42b, 42c as seen 
in fig. 2) jutting radially inwardly in a curved form, an outer wall portion (42d as seen in fig. 2) 
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constituting part of the outer peripheral surface of the bushing, a radially extending central strut 
wall (central strut wall as seen in fig. 7) connecting the inner wall portion and the outer wall 
portion in the middle of them relative to the circumferential direction, whereby two relief holes 
are juxtaposed in the lobe portion in the circumferential direction. Devers does not expressly 
disclose additional lateral strut walls but does state that the lobe portions should be stiffened to 
provide uniform support (col.3, 1.50 -col.4, 1. 10). One of ordinary skill in the art would expect 
and easily recognize that duplicating the Devers strut wall to provide two additional lateral strut 
walls would inherently stiffen the lobe sections in accordance to Devers direction and thereby 
provide increased support. It has generally been recognized that duplicating the components of a 
prior art device is a design consideration within the skill of the art. In re Harza , 274 F.2d 669, 
124 USPQ 378 (CCPA 1960). Furthermore, Wolf illustrates that modifying the number of 
support struts is a common design choice in the art (para.0031 and figs. 6 and 7). Therefore, it 
would have been obvious to one with ordinary skill in the art at the time the invention was made 
to duplicate the Devers strut wall to provide two additional lateral support walls for the purpose 
of increasing support and further since such practice is a design consideration in the art. Note 
that such modification would necessarily result in the lateral strut walls being on both sides of 
the central strut wall, whereby four relief holes are juxtaposed in the lobe portion in the 
circumferential direction. 

Claim 10. Devers as modified by Wolf suggests the joint boot as set forth in claim 9, 
which is characterized in that the lateral strut walls slant in various directions (as shown by 
figure 7 of Wolf). The applicant has failed to demonstrate criticality and unexpected result 
derived from an outwardly slanted shape over an inwardly slanted shape such that it appears that 
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the applicant's own invention would perform similarly regardless of what direction of slant is 
chosen for the additional strut walls. Wherein a specific limitation provides no unexpected result 
or criticality, case law can be relied upon as the sole rationale in an obviousness rejection. See 
MPEP 2144.04. It has generally been recognized that the rearranging of parts of an invention 
involves only routine skill in the art. In re Japikse . 86 USPQ 70. Furthermore, one of ordinary 
skill in the art could have easily optimized the degree of slant to provide the greatest possible 
support. It has generally been recognized that the optimization of proportions in a prior art 
device is a design consideration within the skill of the art. In re Reese , 290 F.2d 839, 129 USPQ 
402 (CCPA 1961). Therefore, it would have been obvious to one with ordinary skill in the art at 
the time the invention was made to choose the slant of the additional strut walls to optimize 
support, such that they approach the central strut wall as they extend outwards, since the 
limitation provides no unexpected result and has thus been established by the case law cited 
above to be and obvious design consideration within the skill of the art. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Referring to joint boots: 

Dore U.S. Patent 4,320,632 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Victor MacArthur whose telephone number is (571) 272-7085. 
The examiner can normally be reached on 8:30am - 5:00pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Daniel P. Stodola can be reached on (571) 272-7087. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov . Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197. 
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